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DETAILED ACTION 

1 . Applicant's submission filed on December 19, 2008 in response to Office Action 
dated November 7, 2008 has been entered. Claims 1-5 are pending in this application. 

Response to Arguments 

2. Applicant's arguments filed December 19, 2008 have been fully considered but 
they are not persuasive. 

3. Regarding claim 1, the Applicant argues "However, in Waiters the markings do 
not mark the beginnings or endings of particular types of audio content" (Remarks, pg. 5 
II. 4-5). The Examiner respectfully disagrees. In response to applicant's argument that 
the references fail to show certain features of applicant's invention, it is noted that the 
features upon which applicant relies (i.e., particular types) are not recited in the rejected 
claim(s). Although the claims are interpreted in light of the specification, limitations from 
the specification are not read into the claims. See In re Van Geuns, 988 F.2d 1 181 , 26 
USPQ2d 1057 (Fed. Cir. 1993). The claim merely recites "various types". Walters 
clearly teaches that the contents marked are particular types of audio contents (Walter, 
col. 28 II. 14-17). Regarding the Applicant argument "Further, it is noted that in Walters 
the markings are not used to demarcate different types of audio content within a single 
audio file as in the present invention" (Remarks, pg. 5 II. 9-1 1 ), the Examiner 
respectfully disagrees. Walter clearly teaches that this composite audio program is 
stored in the memory or database i.e. stored as one file (Walters, col. 28 II. 2-5). 
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4. For above reasons, the Applicant arguments are not persuasive, and the claims 
are reproduced below, with added explanation as above, for the Applicant's 
convenience. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 1 , 4-5 are rejected under 35 U.S.C. 1 02(b) as being anticipated by 
Walters (US Patent No. 6,453,281 B1). 

Regarding claim 1, Walters teaches of a method of marking various types of 
audio content within an audio file (col. 28 II. 2-5 stored as composite audio in database) 
comprising: 

for each type of audio content (col. 27 II. 15-20 type of lecture provided by each 
professor, col. 28 II. 14-17 different types of audio contents), defining a set of audio tags 
comprising an opening tag (Fig. 28, S1, S2, S3) and a closing tag (Fig. 28 
corresponding E1, E2, E3); 

associating the set of audio tags with a corresponding type of audio content (S1- 
E1 with SP1, S2-E2 with SP2, S3-E3 with SP3); 

marking a starting location of the corresponding type of audio content within the 
audio file using the opening tag (S1 for SP1 , S2 for SP2, S3 for SP3); and 
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marking an ending location of the corresponding type of audio content within the 
audio file using the closing tag (E1 for SP1 , E2 for SP2, E3 for SP3) (col. 26 II. 44-col. 
28 II. 39). 

Regarding claim 4, Walters teaches of storing audio file in storage as digitized 
voice file (col. 9 II. 10-24). 

Regarding claim 5, Walters teaches of content including voice prompts (col. 27 
II. 46-52, II. 55-60). 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 
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9. Claims 2-3 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Walters as applied to claim 1 above, and further in view of Hamel (US Patent No. 
5,943,402). 

Regarding claims 2, 3, Walters does not clearly teach of storing the tags (S1 , 
S2, S3, E1 , E2, E3) in the form of tones or waveform shapes in the file. 

However, in the same field of endeavor, Hamel teaches of a method and a 
system to indicate and store in the audio file an acoustic bullet in the form of a tone (and 
hence its distinct waveform shape based on the specific frequency of the tone) and 
corresponding annotation to indicate the type of content in the audio file (Fig. 1 for 
system; Figs 2A-2G for method and Figs. 3A-3B for audio file and their corresponding 
descriptions). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to modify Walters to use tones to indicate the type of content in the 
audio file as taught by Hamel in order to allow the user to manipulate audio content 
remotely using the ubiquitous keypad from a remote telephone. 

Conclusion 

10. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
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mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to HEMANT PATEL whose telephone number is (571)272- 
8620. The examiner can normally be reached on 8:00 AM - 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Fan Tsang can be reached on 571-272-7547. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Hemant Patel 
Examiner 
Art Unit 2614 
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